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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth 
in 37 CFR 1 17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1 . 1 14, and the fee set forth in 37 CFR 

1 . 1 7(e) has been timely paid, the finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Applicant's submission filed on 18 May 2004 has been entered. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-4, 7-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Raffel (WO 

99/01001) in view of English (US 5,870,674). 

Regarding Claim 1, Raffel discloses in a mobile station storing a list of wireless 

communications systems, a system acquisition procedure comprising the steps of 

maintaining system priority data, the system priority data including a first plurality of 

system identifiers and corresponding priority criteria including statistical information 

regarding acquisition/registration attempts by the mobile communication device (100) which 

reads on the claimed "mobile station" (see page 19, lines 21-24; page 20, line 4 - page 21, 
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line 28; Figs. 5, 6, and 7), where the search schedules have acquisition/registration success 
rate are maintained in an order with the priority criteria; 

selecting a group of wireless communications systems from the list in accordance with a 
predetermined system selection procedure, the group of wireless communications systems 
having a first system acquisition order (see page 19, lines 21-24; page 20, line 4 - page 21, 
line 28; Figs. 5, 6, and 7), where the systems are selected from search schedules, 

reprioritizing the group of wireless communications systems in accordance with the 
priority criteria, the reprioritized group of wireless communications systems having a second 
system acquisition (see page 19, lines 21-24; page 20, line 4 - page 21, line 28; Figs. 5, 6, and 
7), where the search schedules has priority criteria based on the acquisition/registration 
success rate which are maintained in an order with the priority criteria; and 

attempting to acquire the wireless communications system in the reprioritized group of 
wireless communications systems that has a highest priority (see page 19, lines 21-24; page 
20, line 4 - page 21, line 28; Figs. 5, 6, and 7), where the acquisition/registration success rate 
are maintained in an order with the priority criteria. Raffel fails to disclose having the 
feature order based upon respective system desirability levels. However, the examiner 
maintains that the feature order based upon respective system desirability levels was well 
known in the art, as taught by English. 

In the same field of endeavor, English discloses the feature order based upon 
respective system desirability levels (see col. 4, lines 3-7,21-37; col. 6, lines 41-48; Fig. 2A 
"ref. 48"). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of RafTel and English to have the feature 
order based upon respective system desirability levels, in order to have table of system 
identification sequentially ordered from most desirable to least desirable, as taught by 
English. 

Regarding Claim 2, the combination of Raffel and English discloses every limitation 
claimed, as applied above (see claim 1), in addition Raffel further discloses the method of 
Claim 1 wherein the list of wireless communications systems is a preferred roaming list 
including a geographic region identifier, wherein the step of selecting a group of wireless 
communications systems comprises the steps of: 

determining a current geographic region of the mobile station (100) (see page 20, lines 
15-27, page 24, lines 14 - page 25, line 1; page 27, lines 1-10, Fig. 2); and 

searching the preferred roaming list for wireless communications systems having a 
geographic region identifier that corresponds to the current geographic region of the mobile 
station (100) (see page 20, lines 15-27; page 24, lines 14 - page 25, line 1; page 27, lines 1- 
10; Figs. 2, 5-6), and 

wherein the first system acquisition order is dictated by the relative order of the selected 
wireless communications systems in the preferred roaming list (see page 20, lines 15-27; 
page 24, lines 14 - page 25, line 1; page 27, lines 1-10; Figs. 2, 5-6). 

Regarding Claim 3, Raffel fails to disclose the feature wherein at least two of the 
selected systems share the same level. However, the examiner maintains that the feature 
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wherein at least two of the selected systems share the same level was well known in the art, 
as taught by English. 

English further discloses wherein at least two of the selected systems share the same 
level (see col. 3, lines 8-29; col. 4, lines 3-7; col. 5, lines 26-35). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of English and Raffel the feature wherein at 
least two of the selected systems share the same level, in order to have table of system 
identification sequentially ordered from most desirable to least desirable, as taught by 
English. 

Regarding Claim 4, Raffel discloses of sorting the located systems using; the priority 
criteria (see page 20, line 4 - page 24, line 2; Figs. 6-7). However, the examiner maintains 
that the feature locating selected systems that share the same desirability level was well 
known in the art, as taught by English. 

English further discloses the feature locating selected systems that share the same 
desirability level (see col. 3, lines 8-29; col. 5, lines 26-35). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of English and Raffel the feature locating 
selected systems that share the same desirability level, in order to have table of system 
identification sequentially ordered from most desirable to least desirable, as taught by 
English. 

Regarding Claim 7, the combination of Raffel and English discloses every limitation 
claimed, as applied above (see claim 1), in addition Raffel further discloses detecting a 
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communications event for a currently selected wireless communications system, the currently 
selected wireless communications system having a corresponding system identifier (see page 
21, lines 2-7; page 23, line 23 - page 25, line 25), and 

updating an entry in the system priority data to reflect the occurrence of the detected 
communications event, the updated entry including the corresponding system identifier (see 
page 21, lines 2-7; page 23, line 23 - page 25, line 25; Figs. 5-6). 

Regarding Claim 8, the combination of Raffel and English discloses every limitation 
claimed, as applied above (see claim 7), in addition Raffel further discloses wherein the 
statistical information further includes information regarding system acquisition failures and 
system access failures (see page 21, lines 2-14; Fig. 6). 

Regarding Claim 9, the combination of Raffel and English discloses every limitation 
claimed, as applied above (see claim 7), in addition Raffel further discloses wherein the 
corresponding system identifier includes a mode and a frequency (see page 21, lines 8-24; 
Figs. 1,5-7). 

Regarding Claim 10, the combination of Raffel and English discloses every 
limitation claimed, as applied above (see claim 7), in addition Raffel further discloses 
wherein the step of updating further comprises calculating an occurrence rate of the detected 
event for the currently selected wireless communications system and storing the calculated 
occurrence rate (see page 21, lines 2-19; Figs. 6-7). 

Regarding Claim 11, the combination of Raffel and English discloses every 
limitation claimed, as applied above (see claim 10), in addition Raffel further discloses 
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wherein the detected event is a successful signal acquisition and the calculated occurrence 
rate is a signal acquisition success rate (see page 21, lines 2-14; Figs. 6-7). 

Regarding Claim 12, the combination of Raffel and English discloses every 
limitation claimed, as applied above (see claim 10), in addition Raffel further discloses 
wherein the detected event is a failed system access attempt and the calculated occurrence 
rate is a system access failure rate (see page 21, lines 2-14; Figs. 6-7). 

Regarding Claim 13, the combination of Raffel and English discloses every 
limitation claimed, as applied above (see claim 1), in addition Raffel further discloses 
wherein the step of reprioritizing comprises sorting the group of wireless communications 
systems in accordance with the priority criteria (see page 20, lines 22-27; page 21, line 2 - 
page 26, line 2; Figs. 6-7). 

Regarding Claim 14, the combination of Raffel and English discloses every 
limitation claimed, as applied above (see claim 1), in addition Raffel further discloses 
wherein, if the attempted system acquisition and access fails, the step of attempting is 
repeated with the listed system having a next highest priority in the group (see page 21, line 
2-27; page 13, line 16 - page 14, line 6; Fig. 9). 

Regarding Claim 15, Raffel discloses the feature detecting a communications event 
for a currently selected wireless communications system, the currently selected wireless 
communications system having a corresponding system identifier (see page 2 1 , line 2-27; 
page 23, line 23 - page 25, line 25; Figs. 1, 5-7); and 

updating an entry in the system priority data to reflect statistical information regarding 
acquisition/registration attempts regarding the detected communications event (see page 21, 
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line 2-27; page 23, line 23 - page 25, line 25; Figs. 1, 5-7). Raffel fails to disclose having the 
feature based upon respective, system desirability levels, the entry including the 
corresponding the system identifier. However, the examiner maintains that the feature based 
upon respective, system desirability levels, the entry including the corresponding the system 
identifier was well known in the art, as taught by English. 

English further discloses the feature based upon respective, system desirability levels, 
the entry including the corresponding the system identifier (see col. 4, lines 3-7,21-37; col. 6, 
lines 41-48; Fig. 2A "ref. 48"). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Raffel and English to have the feature 
based upon respective, system desirability levels, the entry including the corresponding the 
system identifier, in order to have table of system identification sequentially ordered from 
most desirable to least desirable, as taught by English. 

Regarding Claim 16, the combination of Raffel and English discloses every 
limitation claimed, as applied above (see claim 15), in addition Raffel further discloses 
wherein said statistical information further comprise information regarding system 
acquisition failures and system access failures (see page 21, lines 2-27, Figs. 6-7). 

Regarding Claim 17, the combination of Raffel and English discloses every 
limitation claimed, as applied above (see claim 15), in addition Raffel further discloses 
wherein said statistical information further comprise information regarding successful system 
acquisitions, successful system accesses and signal power measurements (page 17, lines 14- 
17; page 21, lines 2-27; Figs. 6, 10-12). 
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Regarding Claim 18, the combination of Raffel and English discloses every 
limitation claimed, as applied above (see claim 15), in addition Raffel further discloses 
wherein the step of updating further comprises calculating an occurrence rate of the detected 
event for the currently selected wireless communications system and storing the calculated 
occurrence rate (see page 21, lines 2-19; Figs. 6-7). 

Regarding Claim 19, the combination of Raffel and English discloses every 
limitation claimed, as applied above (see claim 15), in addition Raffel further discloses 
wherein each entry in the system priority data includes a timestamp and wherein the entries 
in the system priority data are deleted after a certain duration of time (see page 21, line 15- 
22; Fig. 6), where the frequency are counted and have time-weighted registrations in which 
the deletion would be obvious. 

Regarding Claim 20, the combination of Raffel and English discloses every 
limitation claimed, as applied above (see claim 15), in addition Raffel further discloses of 
wherein the step of updating further comprises calculating a priority metric based on a 
plurality of priority criteria, the priority metric representing the likelihood that an attempt to 
acquire and register with a corresponding wireless communications system will be successful 
(see page 21, lines 2-26; Figs. 6-7), where search schedule calculates the number of 
acquisitions according to frequency, SID, SOC to determine the success and failure of 
registration with a system. 

Regarding Claim 21, Raffel discloses a mobile station (100) (see Fig. 4) comprising: 
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a memory (108) storing a preferred roaming list, the preferred roaming list including a 
first plurality of system identifiers and corresponding acquisition parameters (see pg. 12, 
lines 17-24; page 19, lines 21-24; page 20, line 4 - page 21, line 28; Figs. 4, 6, and 7); and 

control system (106) which reads on the claimed "processing circuitry" adapted to create 
and maintain system priority data, the system priority data being stored in the memory and 
including a second plurality of system identifiers and corresponding priority criteria 
including statistical information regarding acquisition/registration attempts by the mobile 
station (100) (see pg. 12, lines 17-24; page 19, lines 21-24; page 20, line 4 - page 21, line 28; 
Figs. 4 and 6), 

wherein the processing circuitry (106) is further adapted to detect a communications 
event for a currently selected wireless communications system and update the statistical 
information in the system priority data to reflect the occurrence of the detected 
communications event (see pg. 12, lines 17-24; page 19, lines 21-24; page 20, line 4 - page 
21, line 28; Figs. 4 and 6), where the control system detects communication events. Raffel 
fails to disclose having the feature based upon respective system desirability criteria. 
However, the examiner maintains that the feature based upon respective system desirability 
criteria was well known in the art, as taught by English. 

English further discloses the feature based upon respective system desirability criteria 
(see col. 4, lines 3-7,21-37; col. 6, lines 41-48; Fig. 2 A "ref. 48"). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Raffel and English to have the feature 
based upon respective system desirability criteria, in order to have table of system 
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identification sequentially ordered from most desirable to least desirable, as taught by 
English. 

Regarding Claim 22, the combination of Raffel and English discloses every 
limitation claimed, as applied above (see claim 21), in addition Raffel further discloses the 
mobile station (100) of claim 21 wherein the processing circuitry comprises: 

a system determination unit (106, i.e., microprocessor or microcomputer) adapted to 
select wireless communications systems from the preferred roaming list in accordance with a 
predetermined system selection procedure, the selected wireless communications systems 
have a corresponding system acquisition order (see pg. 12, lines 17-24; page 19, lines 21-24, 
page 20, line 4 - page 21, line 28; page 23, line 23 - page 25, line 25; Figs. 4 and 6), 

wherein the system determination unit (106, i.e., microprocessor or microcomputer) is 
further adapted to modify the system acquisition order based on the system priority data, the 
modified system acquisition order increasing the efficiency of the system acquisition process 
(see pg. 12, lines 17-24; page 19, lines 21-24; page 20, line 4 - page 21, line 28; page 23, line 
23 - page 25, line 25; Figs. 4 and 6). 

Claims 5, 23-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Raffel (WO 
99/01001) in view of English (US 5,870,674) as applied to claim 3 above, and further in view 
of Haberman et al. (hereinafter Haberman) (US 5,613,204). 

Regarding Claim 5, the combination of Raffel and English fails to disclose the 
features for each selected system, adjusting the corresponding desirability level if the 
corresponding priority criteria exceeds a first threshold, the adjusted desirability criteria 
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being stored in the group of wireless communications systems; and sorting the group of 
wireless communications systems using the adjusted desirability levels. However, the 
examiner maintains that the features for each selected system, adjusting the corresponding 
desirability level if the corresponding priority criteria exceeds a first threshold, the adjusted 
desirability criteria being stored in the group of wireless communications systems, and 
sorting the group of wireless communications systems using the adjusted desirability levels 
was well known in the art, as taught by Haberman. 

In the same field of endeavor, Haberman discloses the features for each selected 
system, adjusting the corresponding desirability level if the corresponding priority criteria 
exceeds a first threshold (or window), the adjusted desirability criteria being stored in the 
group of wireless communications systems (see col. 1 1, lines 2-9,40-46; col. 9, line 61 - col. 
10, line 10; col. 10, lines 47-58; Fig. 5); and 

sorting the group of wireless communications systems using the adjusted desirability 
levels (see col. 11, lines 2-9,40-46; col. 9, line 61 - col. 10, line 10; col. 10, lines 47-58; Fig. 
5). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Raffel, English, and Haberman to have 
the features for each selected system, adjusting the corresponding desirability level if the 
corresponding priority criteria exceeds a first threshold, the adjusted desirability criteria 
being stored in the group of wireless communications systems; and sorting the group of 
wireless communications systems using the adjusted desirability levels, in order to balance 
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the desire for a higher priority service provider and the need for the highest quality of 
communication, as taught by Haberman. 

Regarding Claim 23, the combination of Raffel and English discloses every 
limitation claimed, as applied above (see claim 22), in addition Raffel further discloses 
wherein the system determination unit (106) (see pg. 12, lines 17-24; page 19, lines 21-24; 
page 20, line 4 - page 21, line 28; page 23, line 23 - page 25, line 25; Figs. 4 and 6). The 
combination of Raffel and English fails to disclose having the feature is further adapted to 
adjust the corresponding desirability criteria of a selected system if the corresponding priority 
criteria exceeds a first threshold and sort the selected wireless communications systems using 
the adjusted desirability criteria. However, the examiner maintains that the feature is further 
adapted to adjust the corresponding desirability criteria of a selected system if the 
corresponding priority criteria exceeds a first threshold and sort the selected wireless 
communications systems using the adjusted desirability criteria was well known in the art, as 
taught by Haberman. 

Haberman further discloses the feature is further adapted to adjust the corresponding 
desirability criteria of a selected system if the corresponding priority criteria exceeds a first 
threshold (or window) and sort the selected wireless communications systems using the 
adjusted desirability criteria (see col. 11, lines 2-9,40-46; col. 9, line 61 - col. 10, line 10; col. 
10, lines 47-58; Fig. 5) 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Raffel, English, and Haberman the 
feature is further adapted to adjust the corresponding desirability criteria of a selected system 




Application/Control Number: 10/092,770 Page 14 

Art Unit: 2686 

if the corresponding priority criteria exceeds a first threshold and sort the selected wireless 
communications systems using the adjusted desirability criteria, in order to balance the desire 
for a higher priority service provider and the need for the highest quality of communication, 
as taught by Haberman. 

Regarding Claim 24, the combination of Raffel, English, and Haberman discloses 
every limitation claimed, as applied above (see claim 23), in addition Raffel further discloses 
the mobile station (100) of claim 23 wherein the processing circuitry ( 1 06) is further adapted 
to measure the power of a received signal corresponding to the currently selected wireless 
communications system and store the measured power in the system priority data (see page 
17, lines 14-17; page 21, lines 2-14; Figs. 10-12). 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Raffel (WO 
99/01001) in view of English (US 5,870,674) as applied to claim 3 above, and further in view 
of Lynch et al. (hereinafter Lynch) (US 5,586,338). 

Regarding Claim 6, the combination of Raffel and English lacks the feature wherein 
the step of reprioritizing comprises removing a selected system from the group if its 
corresponding priority criteria exceeds a second threshold. However, the examiner maintains 
that the feature wherein the step of reprioritizing comprises removing a selected system from 
the group if its corresponding priority criteria exceeds a second threshold was well known in 
the art, as taught by Lynch. 

In the same field of endeavor, Lynch discloses the feature wherein the step of 
reprioritizing comprises removing a selected SID which reads on the claimed "system" from 
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the group if its corresponding priority criteria exceeds a second threshold (see col. 9, line 9 - 
col. 10, line 67; Figs. 5-6), where the removing of a SID would be obvious when selecting 
according to the criterion for priority which has a high and low tolerance for the preferred 
list. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine the teachings of Raffel, English, and Lynch to have the 
feature wherein the step of reprioritizing comprises removing a selected system from the 
group if its corresponding priority criteria exceeds a second threshold, in order to select SIDs 
based on the priority criteria of the preferred list, as taught by Lynch. 

Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Raffel (WO 
99/01001) in view of English (5,870,674) and Haberman et al. (hereinafter Haberman) 
(5,613,204) as applied to claim 23 above, and further in view of Schorman et al. (hereinafter 
Schorman) (5,960,350). 

Regarding Claim 25, the combination of Raffel, English, and Haberman discloses 
every limitation claimed, as applied above (see claim 23), in addition Raffel further discloses 
the processing circuitry ( 1 06) (see Fig. 4). Raffel, as combined with English and Haberman, 
lacks the feature is further adapted to calculate the signal to noise ratio Ec/Io of a received 
signal corresponding to the currently selected wireless communications system and store the 
calculated signal to noise ratio Ec/Io in the system priority data. However, the examiner 
maintains that the feature is further adapted to calculate the signal to noise ratio Ec/Io of a 
received signal corresponding to the currently selected wireless communications system and 
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store the calculated signal to noise ratio Ec/Io in the system priority data was well known in 
the art, as taught by Schorman. 

Schorman discloses the feature is further adapted to calculate the signal to noise ratio 
Ec/Io of a received signal corresponding to the currently selected wireless communications 
system and store the calculated signal to noise ratio Ec/Io in the system priority data (see col. 
3, lines 19-23; col. 4, lines 29-33). 

Therefore, it would be obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Raffel, English, and Haberman with 
Schorman to have the feature is further adapted to calculate the signal to noise ratio Ec/Io of 
a received signal corresponding to the currently selected wireless communications system 
and store the calculated signal to noise ratio Ec/Io in the system priority data, in order to 
measure the relation of signal to noise interference of a signal, as taught by Schorman. 
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Response to Arguments 



3. Applicant's arguments with respect to claims 1-25 have been considered but are moot in view 
of the new ground(s) of rejection. 



examiner should be directed to Willie J. Daniel, Jr. whose telephone number is (703) 305- 
8636. The examiner can normally be reached on 7:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha D. Banks-Harold can be reached on (703) 305-4379. The fax phone 
number for the organization where this application or proceeding is assigned is 703-872- 



Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 



Conclusion 



4. 



Any inquiry concerning this communication or earlier communications from the 



9306. 



(toll-free). 



WJD,JR/wjdjr 
25 July 2004 




CHARLES APPIAH 
PRIMARY EXAMINER 



